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DETAILED OFFICE ACTION 

Specification 

The objection to the disclosure for an embedded hyperlink and/or other form of 
browser-executable code is withdrawn in view of amendments made to the specification 
filed 11/16/2006. 

Claim Rejections - 35 USC § 112, Second Paragrapii 

The rejection of claims 14, 17, 20, 22, 39, 42, 45-47, and 58 as being indefinite 
for reciting the limitation of "an amount of said genome is included in each locus in said 
plurality of loci is predetermined" is withdrawn in view of the amendment to the claims to 
further recited "at a time prior to said identifying step", filed 1 1/16/2006. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 14, 15, 17, 20-22, 39, 40, 42, 45-47, and 58 are rejected under 35 
U.S.C. 1 12, second paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention. 

Claims 14, 17, 20, 22, 39, 42, 45-47, and 58 each recite the limitation of "said 
plurality of genotypic data structures that are not in said one or more genotypic data 
structures" (see lines 17 and18 of claim 14, 17 and 18 of claim 17, line 18 and 19 of 
claim 20, lines 18 and 19 of claim 22, lines 27 and 28 of claim 39, lines 27 and 28 of 
claim 42, lines 25 and 26 of claim 45, lines 26 and 27 of claim 46, lines 25 and 26 of 
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claim 47, and lines 24 and 25 of claim 58). There is insufficient antecedent basis for this 
limitation in the instant claims, as the claims do not recite a limitation or step drawn to 
identifying or determining a set of genotypic data structures that are not in the group of 
genotypic data structures resulting from the previously recited step of "repeating said 
establishing and determining steps" in the instant claims (see for example, lines 10-13 
of claim 14). Further, the instant claims fail to provide a step wherein the correlation 
values are determined or established for genotypic data structures that are not in the 
group of genotypic data structures resulting from the previously recited step of 
"repeating said establishing and determining steps". As such, the metes and bounds of 
the instant claims are rendered indefinite as it unclear what the determined correlation 
values of genotypic data structures are relative to in order to determine if a high 
correlation value is present. 

Claims 14, 17, 20, 22, 39, 42, 45-47. and 58 each recite the limitation of "a high 
correlation value relative to the correlation values of genotypic data structures that are 
not in said one or more genotypic data structures" (see lines 16-18 of claim 14, 15-17 of 
claim 17, line 16-18 of claim 20, lines 16-18 of claim 22, lines 24-26 of claim 39, lines 
24-26 of claim 42, lines 24-26 of claim 45, lines 24-26 of claim 46, lines 24-26 of claim 
47, and lines 23-25 of claim 58). The use of the relative term "high correlation value" is 
indefinite as the neither the instant claims nor the instant specification define a requisite 
threshold for when a given correlation value is to be considered a "high correlation 
value" relative to other correlation values of genotypic data structures. For example, it is 
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unclear if the requisite of a "high correlation value" is satisfied by any given correlation 
value when said given value simply is greater than any of the correlation values of 
genotypic data structures that are not in said one or more genotypic data structures. 
Alternatively, it is unclear if the requisite of a "high correlation value" is satisfied only 
when a given correlation value has a large numerical value above some set threshold 
(e.g. a given correlation value is considered high only when it is 50% greater than any of 
the correlation values of genotypic data structures that are not in said one or more 
genotypic data structures). As such, the metes and bounds of the instant claims are 
rendered indefinite. 

Claims 15, 21 , and 40 are also included under the above rejections under 35 § 
use 112, second paragraph due to their dependence from either of claims 14, 20, and . 
39, respectively. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 14, 15, 17, 20-22, 39, 40, 42, 45-47, and 58 are rejected under 35 
U.S.C. 101 because the claimed invention is directed to non-statutory subject matter. 

Claims 14, 15, 17, 20-22, 39, 40, 42, 45-47, and 58 are drawn to methods, 
related computer system and program products for associating a phenotype with one or 
more candidate chromosomal region in a genome of a species and, therefore, involves 
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the application of a judicial exception. Regarding inventions involving the application of 
a judicial exception, said application must be a practical application of the judicial 
exception that includes either a step of a physical transformation, or produces a useful, 
concrete, and tangible result (State Street Bank & Trust Co. v. Signature Financial 
Group Inc. CAFC 47 USPQ2d 1596 (1998), AT&T Corp. v. Excel Communications Inc. 
(CAFC 50 USPQ2d 1447 (1999)). In the instant claims, there is no step of physical 
transformation, thus the Examiner must determine if the instant claims include a useful, 
concrete, and tangible result 

In determining if the claimed subject matter produces a useful, concrete, and 
tangible result, the Examiner must determine each standard individually. For a claim to 
be "useful," the claim must produce a result that is specific, and substantial. For a claim 
to be "concrete," the process must have a result that is reproducible. For a claim to be 
"tangible," the process must produce a real world result . Furthermore, the claim must 
be limited only to statutory embodiments. 

Claims 14, 15, 17, 20-22, 39, 40, 42, 45-47, and 58 do not produce a tangible 
result. A tangible result requires that the claim must set forth a practical application to 
produce a real-world result. It is acknowledged that the instant claims have been 
amended to recite "communicating one or more genotypic data structures, however this 
fails to limit the instant claims only to statutory embodiments since the step of 
communicating is not limited to, for example, a user, a display, a readily accessible 
computer memory or other computer on a network. This rejection could be overcome 
by amendment of the claims to recite that a result is outputted to a display, a user, a 
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readily accessible memory or other computer on a network, or by including a physical 
transformation. 

Response to Arguments 

Applicant's arguments filed 11/16/2006 have been fully considered but they are 
not persuasive. 

In regards to the rejection of claims under 35 USC 112, second paragraph, 
applicants argue that the plurality of genotypic data structures are divided into two 
subsets: one or more genotypic data structures ("first subset") and the genotypic data 
structures that are not in one or more genotypic data structures ("second subset"). 
Applicants further argue that the first subset and the second subset must be mutually 
exclusive by their very nature and therefore identifying one subset sufficiently defines 
the other subset. Applicants further cite supporting examples from the specification on 
pages 27, lines 26-31, page 31, lines 22-23, and Figure 2. 

In response to applicant's argument, it is noted that the features upon which 
applicant relies (i.e., that genotypic data structures are divided into two subsets (i.e. a 
"first subset" and a "second subset" that are mutually exclusive) are not recited in the 
rejected claims. Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993). The exemplary embodiments from the 
specification, as cited by applicants, do not provide definitions that would limit the 
meaning or scope of the claimed terminology. In the instant case, the limitation "said 
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plurality of genotypic data structures that are not in said one or more genotypic data 
structures" recited in the instant claims has insufficient antecedent basis because the 
claims do not recite in any previous step the determination of plurality of genotypic data 
structures that are not in said one or more genotypic data structures. Applicants 
argument that the first subset and the second subset must be mutually exclusive is not 
found persuasive because the claims are not limited to generating a mutually exclusive 
first subset and the second subset of genotypic data structures. Rather the claims recite 
establishing and determining correlation values for a genotypic data structure, and 
repeating the establishing and determining steps to provide a plurality of genotypic data 
structures. The instant claims do not recite any limitation wherein the genotypic data 
structures must be distinct and mutually exclusive, each from the other. 

In further regards to the rejection of claims under 35 USC 112, second 
paragraph, applicants argue that a specific "high correlation value" cannot be provided 
because appropriate choices for the high correlation value may vary considerably based 
on choice of phenotype, loci and organism. Applicants further argue that the 
specification provides ample teaching for selecting an appropriate high correlation value 
and cite page 28, lines 8-17, page 34, lines 5, 6, and 16, Figures 7-12, and page 33, 
column 5 of Table 3 as providing exemplary embodiments that demonstrate a proper 
choice for a "high correlation value" and provide suitable and concrete definition of the 
metes and bounds of the instant claims. 
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In response to applicant's argument it is noted that although the claims are 
interpreted in light of the specification, limitations from the specification are not read into 
the claims. The exemplary embodiments from the specification cited by applicants do 
not set forth any definition that would limits the scope of the instant claims. Applicants 
argument that a requisite "high correlation value" may vary considerably based on 
choice of phenotype, loci and organism, support the basis of the instant rejection 
wherein the instant claims are ambiguous as to what correlation values fall within the 
intended scope of the claimed limitation of a "high correlation value". Further, the 
examples provided in the specification provide a definite prerequisite for a correlation 
value, such as "a predetermined number of standard deviations above the mean 
correlation value" (see page 28, lines 11-14). In this example, on of skill in the art would 
readily identify that a "high correlation value" would not be present if a given correlation 
value is less than one standard deviation below the mean correlation value". However, 
the instant claims remain ambiguous as they do not provide any definition such that 
allow for one of skill in the art to differentiate between correlation values that meet the 
requirement of "a high correlation value" and those correlation values which do not meet 
the requirement of being a "high correlation value". 

In regards to the rejection of claims under 35 USC 101 as being drawn to non- 
statutory subject matter, applicants argue that the instant claims have been amended to 
recite a communicating step and as such the claims require that a result be 
communicated. 
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In response, it is acknowledged that the instant claims have been amended to 
recite a step of "communicating said one or more genotypic data structures" (see for 
example line 39 of instant claim 14), however this amendment is not sufficient to 
overcome the instant rejection because claims are not limited to only statutory 
embodiments. For example, page 10, line 25 through page 1 1 , line 26 of the instant 
disclosure provides for embodiments wherein results of the disclosed methods may be 
broadcast over a wireless communication network. Therefore, the instantly claimed 
communication step is open to embodiments that reads on transmitting a result that is a 
carrier wave. For the benefit of applicants, an amendment to the instant claims requiring 
that step of communicating is limited to communicating one or more genotypic data 
structures to a user or practitioner, a display, a readily accessible computer memory or 
other computer on a network would be sufficient to overcome the instant rejection. 

Conclusion 

THIS ACTION IS MADE FINAL Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eric S. DeJong whose telephone number is (571) 272- 
6099. The examiner can normally be reached on 8:30AI\/I-5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Wang can be reached on (571 ) 272-081 1 . The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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